TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Cecil O Morse et al. appeal fromthe final rejection of
claims 1 through 5, 10 and 11, all of the clains pending in
the application. W reverse.

The invention relates to a nethod for retrofitting a

Y Application for patent filed July 5, 1994.
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chiller system Caim1lis representative and reads as

foll ows:

1. A nmethod of retrofitting a chiller systemof the type
havi ng a condenser, cool er, conpressor interconnected and
operating on a vapor conpression cycle and in which cooling
water is supplied to the condenser and returned to a cooling
tower, said nmethod conpri sing:

(a) disconnecting the cooling water supply to the
condenser from said cooling tower; and

(b) re-connecting said condenser to a cooling water
supply froman existing in-place water supply dedicated for
anot her use whereby cooling water is supplied to the condenser
and returned to the water supply.

The itemrelied upon by the exam ner as evi dence of
obvi ousness is:

Lawr ence et al. (Law ence) 4,538, 418 Sep. 3, 1985

The itemrelied upon by the appellants as evi dence of

non- obvi ousness i s:

The 37 CFR 8 1.132 Declaration of David L. Yoder
filed on May 3, 1996 (Paper No. 9).

Clainms 1 through 5, 10 and 11 stand rejected under 35
U S C 8 103(a) as being unpatentabl e over Law ence.
Ref erence is nade to the appellants’ brief (Paper No. 15)

and to the exam ner’s answer (Paper No. 16) for the respective
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positions of the appellants and the exam ner with regard to
the nerits of this rejection.

Lawr ence di scl oses a heat punp system 10. As descri bed
In the reference,

[ h] eat punp system 10 includes a fluid refrigerant
conpressor 12 and two heat exchanger units 14 and
16. Heat exchanger unit 14 functions as a condenser
in the heating node and as an evaporator in the
cool i ng node of heat punp system 10 to heat or coo
an air space 18. Heat exchanger unit 16 functions
as an evaporator in the heating node of operation
and as a condenser in the cooling node of operation
of heat punp system 10 for receiving heat or
transferring heat to water circulating through heat
exchanger unit 16.

Water is supplied to heat exchanger unit 16 from
a water source 20. An inportant aspect of the
present invention is that water source 20 is
provided froma city, town or devel opnent water
main. The water is then returned directly into
wat er source 20 with no contam nation or reduction
in volune taking place. Also, water source 20 may
conprise, for exanple, a well, streamor a body of
wat er such as an ocean or |ake. Additionally, water
source 20 nmay conprise a closed system such as an
above ground or underground water storage tank or
under ground pi ping | oop system[colum 3, lines 5
t hrough 26].

As conceded by the exam ner (see page 3 in the answer),
Lawr ence does not neet the “retrofitting” limtations in claim
1 which require the steps of disconnecting the cooling water

supply to the condenser froma cooling tower and connecti ng
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the condenser to a cooling water supply froman existing in-
pl ace water supply dedicated for another use. 1In this regard,
Lawr ence makes no nention of retrofitting or of a cooling
tower. The exami ner’s conclusion that Law ence neverthel ess
woul d have rendered the retrofitting nethod recited in claiml
obvi ous within the neaning of 35 U S.C. §8 103 (see pages 3 and
4 in the answer) is not well taken.

Rej ections based on 35 U.S.C. § 103 nust rest on a

factual basis. 1n re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 177-78 (CCPA 1967). In making such a rejection, the
exam ner has the initial duty of supplying the requisite
factual basis and may not, because of doubts that the
invention is patentable, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply deficiencies
in the factual basis. [|d.

In the present case, the exam ner has failed to advance
any factual basis to support a conclusion that the foregoing
di fferences between the subject matter recited in claim1 and
Lawr ence are such that the subject natter as a whole would
have been obvious at the tinme the invention was made to a

person having ordinary skill in the art. Instead, the
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exam ner has inproperly relied on specul ation, unfounded
assunptions and/ or hindsi ght reconstruction to supply the
deficiencies in Law ence. As a result of its shortcom ngs,

the Lawence reference fails to establish a prina facie case

of obviousness with respect to the subject matter recited in
claim1 or in clainms 2 through 5, 10 and 11 whi ch depend
therefrom?2 Accordingly, we shall not sustain the standing 35
U S C 8§ 103(a) rejection of these clains.

The deci sion of the examner is reversed.

REVERSED

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )

2This being so, we find it unnecessary to evaluate the
nerits of the appellants’ declaration evidence of non-
obvi ousness.
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